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Abstract 

This paper was the attempt to understand the present condition of the tort of passing off and its recent advancement in the tort. 

Although the tort law is not a statutory remedy available to the plaintiff but it is common law remedy. The tort of passing off is 

very important economic tort which provide protection against using ones reputation and goodwill in the market it also protect the 

confusion which arise due to similarity of the trademark. 
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Introduction 

Tort law has its establishment back in history where the 

establishment of Mayors court has to do justice according to 

the ‘wrong’ committed and provide the justice according to 

wrong committed. Tort law has evolve as result of doctrine of 

equity, justice and good conscious. In other simple words law 

of tort protects the interest and provides a situation where the 

infringed rights can be compensated by the compensation [1]. 

By this definition it is clear that the wrongful act in tort means 

that act which harm the interest of the community and 

individual person. The rights protection is followed by the 

obligation. A right is in its main aspect consist of doing 

something or receiving or accepting something. On the hand 

an obligation refer to the performance of some act and 

referring from an act [2].  

For invoking the tort law in India there is need of the basic 

element which need to be full field this can be  

 Act and Omission  

 Voluntary and Involuntary acts 

 Mental Elements 

 Motive  

 

Act and omission can be distinguish by the liability generally 

there is no liability in an omission but the act follows the 

liability [3]. A voluntary act includes willful muscular 

contraction and the circumstances and condition in which the 

act has been committed. So far it is clear that in the 

involuntary act there is no willful muscular contraction 

however it should be noted that this definition is not correct as 

many time the willful muscular contraction is not necessary it 

is just condition and the circumstances which make a person 

liable for something. However it is to be noted that 

involuntary act do give rise to the liability.  

The next thing which is important in the law of torts is malice 

                                                           
1 Popatlal Gokaladas Shah v. Ahemadabad Municipal Corporation. 2003 AIR 

55. Gujarat High Court.  
2 Singh, G.P. 2013. The Law of Torts. 26th ed. Gurgao, Haryana, India: 
LexisNexis. 
3 Smith vs. little wood organization. 1996 1 ALL ER 729.  

which means then any motive which is not approved by the 

law it usually means the intention for doing an act. The malice 

derives it essentials from the circumstance due to which it is 

wrong. For an example if a trespass into B home then it is 

unlawful because A do not have any authority to get inside the 

land, hear the circumstance makes the entry of A into B house 

unlawful.  

 

Position of immovable property in tort law  

The tort law regarding the immovable covers all the cases in 

which an individual has face disturbance to use his own 

property or somebody else have captured his property and he 

is unable to enjoy his benefit which arises from the property. 

It can be actual physical loss to the property or interference 

with enjoying the property.  

 

Introduction to economic tort law 

The ECONOMIC TORTS, as their name proposes, have as 

their essential capacity, the assurance of petitioner's financial 

advantages. They incorporate the torts of basic connivance, 

unlawful scheme, prompting break of agreement, terrorizing, 

unlawful impedance with exchange, misdirection, and 

malignant deception. These are torts of aim. They additionally 

incorporate going off, a standout amongst the most helpful of 

the monetary torts, which however practically speaking 

regularly including intentional damage, is in reality a tort of 

strict risk. At long last, the monetary torts likewise incorporate 

the tort of carelessness, however connected barely.  

It is normal to isolate the financial torts into two classes: the 

general torts and the distortion torts. The general monetary 

torts include scheme, instigating rupture of agreement, 

terrorizing, and unlawful obstruction with exchange. The 

deception monetary torts are duplicity, noxious [4] 

misrepresentation, and going off. Be that as it may, it is an 

error to make such an unbending division while endeavoring 

an appropriate examination. Such a division neglects to 

                                                           
4 Satyani, Vivek. 2013. "Economic Torts". Legal Service of India. 
http://www.legalserviceindia.com/articles/eco_torts.htm. 

 



International Journal of Law 

2 

highlight the interconnections between the two classifications 

from one perspective and the dissimilarities between 

individual torts inside every class on the other.  

Obviously, the financial torts assume just a private part in the 

control of rivalry yet it is a part that inquirers look for always 

to increment. There is an undeniable need to give 

illumination: the issue with prosecution around there is that it 

tends to begin and complete at the interlocutory stage, where 

no definite investigation of the law is essential. At the heart of 

the vulnerability encompassing these torts is the likelihood of 

uncontrolled legal extension of such risk, inconsistent with the 

alert of the past. 

 

Trade mark and it’s Infringement as part of tort law 
The trademark means a mark capable of being represented 

graphically and which is capable of distinguishing the goods 

or services of one person from those of others and may 

include shape of goods, their packaging and combination of 

colors [5]. Copying a trademark is seen as highest form of 

flattering. Since the trademark is the symbol and a mark of the 

particular business which makes a particular service different 

from other service so the imitating the trademark causes the 

passing off of the reputation of the goodwill of the trade in the 

goods and services.  

Passing off is selling one’s own goods under the pretence that 

they are the goods of another man. Passing off occurs when 

one trader attempts to pass off goods by misrepresenting them 

so as to make the consumers believe that his goods are the 

same as those of another trader. 

 

Importance of passing off 

The significance of the law of passing off can't be denied 

despite the fact that it is not a statutory right. This law offers 

need to the earlier utilization of trademark over the enrolled 

trademark. This activity can be brought against the enlisted 

client under segment 27 (2) of the Act, if the offended party is 

an earlier client of the trademark. Any of the statutory 

arrangements of the Act does not block an activity for passing 

off by a foremost client of a trademark against an enrolled 

client of the same. This activity is constrained to the offer of 

products as well as limits a man from the utilization of the 

exchange name, regardless of the possibility that the 

individual is not included in the offering of similar 

merchandise. Impediment has additionally been forced on this 

activity, this activity is accessible just to a merchant to ensure 

his restrictive appropriate in his goodwill or business and it is 

not open to the buyers who have been distorted or betrayed. 

This is the main path by which an unregistered client can 

secure his rights. It is difficult to effectively assert an activity 

for passing off, as there is a weight on the petitioner to breeze 

through the trinity test. In the present situation, it is 

exceptionally troublesome for the inquirer to breeze through 

the test as the double dealing of the clients or the harm to 

goodwill can't be discovered effectively which are 

fundamental for a fruitful claim. The entire plan of the Indian 

Trademarks Law shows that the privilege of the earlier client 

of a trademark, whose utilization has made the stamp 

unmistakable, beats the privileges of whatever other client. In 

                                                           
5 Trade mark act 1999 

India, the way toward getting a trademark enrolled is 

extremely long and complex. The procedural many-sided 

quality and the long time taken demoralize individuals to get 

their trademarks enrolled. This takes away their entitlement to 

guarantee an activity against encroachment. The main cure 

they are left with is the claim against going off. The stringent 

trial of going off are troublesome for the inquirer to qualify 

the majority of the circumstances which brings about the 

dissent of equity. The idea of going off has extended and 

achieved new measurements. An assortment of going off, to 

be specific 'hold passing off' has risen in the current instance 

of John Roberts Powers School v. Tessensohn. "Save passing 

off" happens where the respondent markets the offended 

party's item as his own. As the idea of passing off has 

developed lately, there is a requirement for changes in the law 

of going off with the goal that it ends up noticeably fit for 

taking care of these circumstances in a reasonable and 

proficient way. Encourage, India is a signatory to the Paris 

Convention and its Article 10 Clause 1 sets out that the 

nations will undoubtedly guarantee security against uncalled 

for rivalry. Since, going off is a sort of unjustifiable rivalry, 

the rule of pacta sunt servanda ties our state to hold fast to the 

Convention.  

Article 253 of the Indian Constitution engages the Parliament 

to administer any law for executing any arrangement, 

understanding or any tradition with any worldwide meeting or 

body [6]. Remembering the extending ambit of passing off, we 

should be liberal with respect to the offended party so that his 

real case does not endure hardship in light of the procedural 

imperfections.  

The idea of going off has been administered by legal 

proclamations which have prompted the subjective treatment 

of the activities for passing off. The Legislature ought to give 

the laws identified with going off a solid shape as enactment 

and ought to attempt to evacuate the procedural ailments and 

look after consistency [7]. 

 

Evolution of tort of passing off  

Risk in the tort of passing off eventually comes down to 

distortion. It begun in the seventeenth century, in the cases 

Southern v. How and Dean v. Steel. Ordinarily, the judges 

sorted such torts under double dealing or criticism. Later in 

the eighteenth century, all instances of passing off were 

named instances of trickery, where the activity was normally 

brought not by the bamboozled, but rather by the one whose 

check was utilized to beguile. (Blanchard v. Slope) restricting 

the tort to situations where there was a proof of lacking 

honesty. Afterward, in the nineteenth century, for the situation 

Millington v. Fox, it was chosen that verification of 

misrepresentation was redundant in such a wrong and it was 

from here that the real tort of passing off started fabricating its 

own particular definition.  

The idea of value was to a great extent used to understand the 

extent of passing off. The dominating perspective was that 

value interceded to control what might be an extortion if 

                                                           
6 Constitution of India 1949.  
7 sinha, Amit. 2013. "Passing Off In India Looping And Loop Holes". Sevlam 
& Sevlam. http://www.selvamandselvam.in/blog/passing-off-in-india-

looping-the-loop-holes/. 
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permitted to proceed and that it secured exclusive rights. This 

specific perspective prompted the value courts to granting pay 

rather than directives. This thought depended on the 

hypothesis that, in such a tort, usefully, the respondent was an 

operator of the plaintiff Later, for the situation Cartier v. 

Carlile, it was chosen that a "man must be taken to expect" the 

normal results of his demonstration and insignificant evidence 

of probability of misleading was adequate to demonstrate the 

off-base. In Edelsten v. Edelsten, it was advanced that simple 

notice of offended party's rights fulfilled the necessity of 

extortion and a man could be held obligated in such a case 

regardless of whether his activities were straightforward.  

Whatever the case be, extortion kept on residual a basic 

component in the tort. Where misrepresentation was not 

demonstrated, for the most part an investigation into the harms 

brought on was requested.  

At long last it was finished up continuously, that 

misrepresentation require not be appeared while judging such 

a case.  

The last question would be, if the litigant was uninformed of 

the presence of the offended party or his image, would despite 

everything he be at risk for such a tort. The question stayed 

open finished for quite a while and at a certain point, the 

experts were against the burden of obligation in such a case. 

In any case, starting at now, the thought process of the 

respondent is not imperative in such an activity. The main 

thing that should be demonstrated is the notoriety set up by the 

offended parties [8]. 

Passing off is a wrong, a customary law tort which shields the 

goodwill of a dealer from distortion. Deceiving the general 

population into accepting erroneously, that the brand being 

anticipated was the same as an outstanding brand is a wrong 

and is known as the tort of "passing off” [9]. 

 Passing off is generally is a common law remedy which a 

person is prevented to utilize the reputation and good will of 

another by deceiving the public by passing off his good [10]. It 

is settled principle in law that there can be only one mark one 

source and one proprietor. From this definition it is clear that 

the passing off is to restrain defendant from using the plaintiff 

reserved reputation [11].  

For passing off the goodwill there should be essentially exist 

the misrepresentation and there should be attached goodwill 

which should separate a service.  

 

Character of tort of passing off  
The following are the essential characteristics which has to 

prove for the tort of passing off 

 Misrepresentation  

 Made in course of trade 

 It should be in the domain of same consumer also it 

should cause the injury to the business of the plaintiff. 

These are some of the essentials or some of the characteristics 

                                                           
8 TORT OF PASSING-OFF Project Assignment for Law of Torts". 2013. 

Law Teacher the Law Essay Professionals. http://-law-essays/business-

law/tort-of-passing-off-project-assignment-law-essays.php?cref=1. 
9 Ibd 
10 Ramdev Food Product vs. Arvindbhai Rambhai Patel. 2006, 8 SCC 726. 

Supreme Court of India. 
11 satayam Infoway Ltd. vs. Sifynet Solution (p) Ltd. 2004, 6 SCC 145. 

Supreme Court of India. 

of passing off [12]. 

For passing off there is need to look into the dissimilarity. 

Since the tort of passing off public in general so the passing 

off should be seen from the point of view of general public 

who walk into the shop. Since the general public consist of 

different status of mind so dissimilarity should be different so 

that general public cannot be deceived [13].  

Good will can be arranged into two zones, viz. institutional 

good will and expert practice goodwill. While institutional 

good will partners itself with business houses, their market 

position, proficient practice goodwill, as is very evident from 

the name, partners itself with expert practices like law, drug, 

design, building and numerous others. 

 

Components of passing off 

The three principal components of Passing off are Reputation, 

Misrepresentation and Damage to goodwill. These three 

components are otherwise called the CLASSICAL TRINITY, 

as rehashed by the House of Lords on account of RECKITT 

and COLMAN LTD V BORDEN INC. It was expressed for 

this situation that in a suit for going off the offended party 

must set up initially, goodwill or notoriety joined to his 

products or administrations. Furthermore he should 

demonstrate a deception by the litigant to the general 

population i.e. driving or prone to lead people in general to 

trust that the products and enterprises offered by him are that 

of the plaintiff's. In conclusion he should exhibit that he has 

endured a misfortune because of the conviction that the 

litigant's products and enterprises are those of the plaintiff's.  

Present day ELEMENTS OF PASSING OFF - For the 

situation Erven Warnink vs. Townend, Lord Diplock gave the 

fundamental present day qualities of a going off activity. They 

are as per the following: -  

 Deception  

 Made by a man over the span of exchange 

 To forthcoming clients of his or extreme buyers of 

merchandise or administrations provided by him.  

 Which is ascertained to harm the business or goodwill of 

another broker.  

 Which makes genuine harm a business or goodwill of the 

broker by whom the activity is brought [14]. 

 

In itself, proficient practice goodwill can be separated into 

specialist goodwill, where the expertise and notoriety of the 

individual professional comes to play, and practice goodwill, 

which is fundamentally the same as institutional goodwill and 

relies on upon the establishment notoriety. The Dutch 

Advocaat case was the principal situation where the 

fundamental components of the wrong of going off were 

advanced by Lord Fraser. They were as per the following a 

deception made by a broker over the span of exchange, to 

imminent clients of his or extreme buyers of products or 

administrations provided by him, which is figured to harm the 

business or goodwill of another merchant (as in this is a 

                                                           
12 Spanding vs. Gamag. 1990, 1 ALL ER 873. 
13 Thakkar Balvantray Purshottamdas vs. Hasmukbhai Ugarchand Patel.1994, 

2 Guj LR 1714. Gujarat High Court, India. 
14 "Passing Off". 2006. Amarjitassociates.Com. 

http://www.amarjitassociates.com/articles/passing.htm. 
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sensibly predictable outcome) and which makes real harm a 

business or goodwill of the broker by whom the activity is 

brought or (in a quia timet activity) will most likely do as 

such. Later in the Jif Lemon case, Lord Oliver lessened these 

standards to three fundamental elements (now known as the 

traditional trinity) which included notoriety distortion harm to 

goodwill To total it up, the tort of going off spreads those 

situations where one dealer dishonestly distorts his products as 

those of another merchant/mark, which has a decent 

notoriety/good will in the market and therefore prompts 

harming his good will.  

In a going off activity, the offended party must demonstrate 

that there is a likeness in the exchange names or checks and 

that the respondent is going off his merchandise as those of 

the offended party's. Cures could incorporate order or harms 

or both. Harm or probability of harm frame the center all 

going off activities. The ideas of turn around going off and 

developed going off additionally hold importance.  

Expanded going off comprises of those situations where 

distortion of a specific nature of an item or administrations 

makes hurt the offended party's goodwill. A well known case 

would be Diageo North America Inc v Intercontinental Brands 

(ICB) Ltd, where the respondent showcased a drink named 

"Vodkat", which was really not vodka, but rather the 

advertising did not really make it clear that it wasn't so. The 

offended parties were the greatest producers of vodka and they 

recorded a suit against the respondents for going off and it was 

held so. In the event that a litigant markets the items made by 

the offended party as the results of the respondent, the tort 

submitted is known as switch going off [15]. 

Mere fact that plaintiff has never manufactured any products 

in this country does not prevent it from acquiring the goodwill 

here in its trademark [16]. 

 

Misrepresentation in tort law  

The Misrepresentation must be one of a past or existing 

reality: however that incorporates an announcement of 

conclusion or goal (or law) not genuinely had confidence in. It 

might be communicated or inferred. In Gordon v. Selico, the 

litigant was obligated for deceitfully hiding the nearness of 

dry spoil, preceding letting the property to the offended party. 

Goulding J found the disguise added up to a false portrayal 

that the level did not experience the ill effects of dry spoil and 

the respondents did not challenge this finding in the Court of 

Appeal. The false portrayal must be made: 'Purposely without 

faith in its truth or rashly, indiscreet whether it be valid or 

false.' At the slightest there must be an apathy to reality. The 

House of Lords in Derry v. Look definitively examined the 

condition of a litigant's brain, fundamental for an activity in 

misleading. Predictable dependence is not adequate for this 

tort: there must be an Intention That the Claimant Should Rely 

on the Representation.  

Ruler Maugham underlined this in Bradford Third Equitable 

BS v. Fringes, taking note of that the offended party must 

                                                           
15 TORT OF PASSING-OFF Project Assignment for Law Of Torts". 2013. 

Law Teacher the Law Essay Professionals. http://-law-essays/business-
law/tort-of-passing-off-project-assignment-law-essays.php?cref=1. 

 
16 WWF International vs, Mahavir Spg. Mills Ltd. 1994, 31 DRJ 413.  

demonstrate that the litigant put forth the expression 'with the 

aim that it ought to be followed up on by the offended party or 

by a class of people which will incorporate the offended 

party'. The portrayal more likely than not been depended upon 

by the petitioner: he more likely than not been impacted by it. 

It require not be the sole explanation behind the consequent 

activities the length of it 'substantially added to his so acting'. 

The petitioner must demonstrate Damage as an outcome of 

following up on the distortion. The respondent will be at risk 

whether he proposed the mischief or not. Albeit 

overwhelmingly monetary mischief will be the harm asserted 

in this tort, physical damage (counting individual damage, 

mental pain, and even burden) is secured, as is harm to 

property.  

The closeness of the exemplary rendition of the tort of 

misleading to contract obligation formed legal mentalities to 

its improvement. The tort created in a period where the 

custom-based law courts were excited about the idea of 

independence and free enterprise and were threatening to 

endeavors to undermine the holiness of agreement (which was 

additionally the explanation behind the moderate 

improvement of obligation for imprudent misquotes, 

apparently an assault on the teaching of thought) [17]. 

 

Misrepresentation as ingridient of tort of passing off  

The tort of passing off is no longer anchored in its early 19 

century formulation to the name or trade mark or the product 

or business. It is the recognition that tort comprises other 

deceptive material. The misrepresentation consist of the 

slogans, designs, or advertisements, television commercials, 

newspaper ads, etc. which are similar and which have 

goodwill attached to the products [18]. 

The likelihood or misrepresentation happens because of 

following circumstances.  

 Likelihood of direct confusion- where public in general is 

confuse the sign and mark in question. 

 Likelihood of indirect confusion- where general public 

make the connection with mark and the source of the 

mark which mean the public forms the connection of the 

mark with seller 

 Likelihood of association in this where the perception is 

that two marks is similar and public got confuse and 

between mark and sign due some similarity.  

 

It is settled principle in law that the words which are synonym 

to the mark are not to be used because it create a picture in the 

mind of consumer that both products are same [19]. 

Character merchandising involves the exploitation of 

frictional characters or the fame of the celebrities by licensing 

such famous frictional characters to other. The frictional; 

characters generally drawing in which copyright subset. 

Therefore it is necessary that the characters which are moving 

in the Character merchandising has sufficient goodwill in the 

market so that defendant will gain benefit of using it.  

                                                           
17 Satyani, Vivek. 2013. "Economic Torts". Legal Service of India. 
http://www.legalserviceindia.com/articles/eco_torts.htm. 
18 Cadburry Schweppers Pty. Ltd. VS. Pub Squash Co. Pty. Lty.Ltd.1981, 1 

WLR 193. 
19 Baker Hughes Ltd. V. Hiroo Khusblani. 2004, 12 SCC 628. Supreme Court 

of India.  



International Journal of Law 

5 

When consisting parties have registered trade mark and using 

that trademark for the longer period of time the general 

principle of passing off should be taken into the consideration 

in this condition it need to prove that the respondent is 

impugned the trademark. Mere claim of dilution cannot 

sustain against a registered trademark [20].  

Where a symbol or sign is constructed which is known as 

trademark or contained distinct assertion which is false no 

property can be claimed on it [21]. Confusion can be caused in 

three ways which is confusion to goods, confusion to the 

source which goods belong and confusion in the trade 

connection. Since the confusion is very likely followed in 

every case [22]. So the courts in this case need to ensure that 

this type of confusion does not harm the public interest [23]. 

The supreme has held that the when the lapse of the time a 

business association with the person which acquire goodwill 

and the reputation then such business property to be protected 

by the court and the name will cause injury to a person who is 

already a business under the same name is not permitted. 

Proof of actual damage or the fraud is unnecessary in the 

passing off action whether the relief is asked for the actual 

injunction. If their likelihood of offending trade mark 

invaliding proprietary rights a case of injunction is made out 

[24]. 

 

Objectives of tort of passing off 

The question of the law of Passing off is to ensure some type 

of property-Usually the goodwill of the offended party in his 

business or his products or his administrations or in the work 

which he delivers or something of that kind. The goodwill of 

the business is customarily spoken to by a check, name, get up 

or other identification. Goodwill, deception and harm are the 

three components of the tort of going off, which is frequently 

alluded to as the 'traditional trinity' of passing Off. 

The substantive law of passing off is totally in light of 

customary law, i.e., case law. It is not characterized in the 

Trade Marks Act, 1999. It is alluded to in Section 27(2), 

Section 134(1) (c) and Section 135. Segment 27(2) states that 

the privileges of activity against any individual for passing off 

products of someone else or the cures in regard thereof are 

unaffected by the arrangements of the Act. Area 134(1) (c) 

alludes to ward of courts to attempt suits for going off 

emerging out of the utilization of any exchange stamp. Area 

135 indicates the cures accessible in regard of passing off 

emerging from the utilization of an exchange stamp. 

 

Scope of law of passing off  

The idea of Passing off which is a type of tort has experienced 

changes in course of time. At first it was limited to the 

portrayal of one's merchandise as those of another. Later it 

was stretched out to business and administrations. In this way 

it was additionally connected callings and non-exchanging 

exercises. Today it is connected to many types of uncalled for 

exchanging and out of line rivalry where the exercises of one 

                                                           
20 Chorion Rights Ltd. V. Ishan Apararel. 2010, 5 Del 481.  
21 Leather Cloth Co. v. American Leather Cloth Co. 1865, 2 HCL 523.  
22 Communiction Satellites Coprn. Vs. Comcent Inc. 1970, 429 F 2d 1245.  
23 Milmet Oftho Industries V. Allergan Inc. 2004, 12 SCC 65. Supream Court 
of India  
24 Century traders v. Roshan Lal Duggar & Co.1978, AIR 250 

individual make harm or damage the goodwill related with the 

exercises of someone else or gathering of people. 

 

Defences against the action of passing off 

 Utilization of a Registered Trade mark 

In the event that the asserted passing off identifies with the 

litigant's utilization of an enrolled exchange stamp in 

relationship with the products or administrations of the 

enlistment, the presence of the enlistment will be a barrier to a 

claim for going off. This is on the grounds that the litigant has 

the select statutory appropriate to utilize the mark in 

relationship with the products or administrations for which it 

is enrolled. In the event that the offended party has a claim 

that it is qualified for the check in need to the registrant 

thought ought to be given to bringing procedures to cancel the 

enlistment. 

 Utilization of an Individual's Own Name  

An individual litigant has a privilege to utilize his or her own 

particular name and the way that perplexity may happen does 

not constitute passing off independent from anyone else. In 

any case, if disarray happens, which is conveyed to the 

consideration of that respondent, the litigant is under a 

commitment to take sensible care to qualify the portrayal 

suggested in his or her lead to keep away from perplexity.  

 Offended party's Own Goods  

It is not going off to utilize the offended party's name or stamp 

regarding products that are the offended party's unique 

products. In any case, a merchant can't speak to that products, 

which are the offended party's products, are of a specific class 

or quality in the event that they are definitely not. For 

instance, it is significant to offer products of second rate or 

crumbled quality as the offended party's unique merchandise 

or the offended party's products in a really modified shape as 

the first. The way that notice of the distinction is given to 

customers at the season of offer may dodge a finding of going 

off.  

 Usefulness  

Like exchange denote any mix of components which are 

basically intended to play out a capacity can't be secured 

through a claim for going off. The way that the gathering 

looking for security got a patent identifying with the article 

being referred to is confirmation of usefulness. For instance, 

the maker of LEGO brand toy building obstructs, after the 

licenses identifying with its item terminated, was not ready to 

secure the components that make up its item through an 

activity for going off [25].  

At the hole it can be summed up that Defenses consist of- 

1. The name, mark or other symbol, the use of which is 

sought to be restrained, is not distinctive of the plaintiff’s 

goods or business. 

2. The defendant’s use of the name, mark or other symbol is 

not such as to be likely to pass off his goods or business 

as those of the plaintiff. 

3. The defendant has a right of his own to use the name, 

mark or other symbol complained of. 

4. Isolated cases of passing off. 

                                                           
25 McKeown, John. 2013. "Defences to an Action for Passing off | Goldman, 
Sloan, Nash and Haber LLP". Goldman, Sloan, Nash and Haber LLP. 

http://www.gsnh.com/defences-to-an-action-for-passing-off/. 
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5. The plaintiff is not entitled to relief on account of delay, 

estoppel, and acquiescence, deceptive use of the mark or 

symbol, misrepresentation of facts or fraudulent trade. 

6. The goods or businesses of the plaintiff and of the 

defendant are wholly different. 

7. Defendant using the word complained of for bona fide 

description of his goods.  

 

The trade mark contemplated by the Act is necessarily a 

distinctive mark, in the sense that it distinguishes the goods to 

which it attaches as those made or sold by the person who 

uses the mark and is a symbol of identity of the make, 

manufacture and the producer of the goods. By long user such 

marks may appropriately be the valuable adjunct of the 

particular trading business and its entitlement by continuous 

user thereof may arise because of the lawful agreements 

supporting such user, notwithstanding that the title and 

ownership of such item of property may rest and remain with 

other person. Rights flowing from the entitlement to use the 

property of others are specific civil rights and can be protected 

and enforced by grant of specific reliefs. Such protective 

remedies and actions are specific remedies available at general 

law and would not partake by themselves into actions for 

infringement or passing off within the specific contemplation 

of the provisions of s. 105. Having not  

 

Person who can be sued for passing off 

The following case the plaintiff can sue for the passing off 

 The offended party in a suit for passing off must the 

proprietor of an exchange stamp which has obtained 

notoriety in connection to a few merchandise or the 

proprietor of the goodwill in an exchange name, or getup 

identifying with a few products or business or calling. An 

unregistered trademark can document a suit for going off 

against an outsider despite the disallowance contained in 

Section 69(2)160 of the Partnership Act, as a suit for 

passing off is not for upholding rights emerging from any 

contract161.  

 A mortgagee of a business and its exchange name, who 

had never utilized and had no goal to utilize the trade 

mark, can't sue for passing off. The respondent in a suit 

for passing off must be a man, who had pass off or whose 

exercises are probably going to go off his merchandise as 

the products of someone else, the offended party.  

 A man who is the operator of the enlisted proprietor of an 

exchange check and has the sole establishment for 

offering the merchandise of the enrolled proprietor and 

who had broadly publicized the stamp in the region has 

locus standi to record a suit for going off, however not for 

encroachment of the check. The proprietor of an 

unregistered exchange check utilizing the stamp through a 

licensee can bring an activity for passing off162. Activity 

for going off can be kept up by an unregistered firm and 

such a suit won't be hit by the arrangements of Section 

9(2) of the Partnership Act163. An unregistered 

organization firm can record a suit for encroachment of 

exchange stamp and going off, Section 69(2) does not 

have any significant bearing. 

 

 

Difference between trademark infrngment and passing off 

An action for infringement is for protecting trademark itself 

but for action against the trademark it is for the protecting the 

goodwill and reputation. In the infringement the plaintiff need 

to establish that the defendant has similar trademark by similar 

trademark hear means that the defendant has the trademark 

which is either phonetically, structurally similar to the 

plaintiff’s trademark. Essential of the trade mark is copied 

with little modification the defendant is liable for the 

infringement of the trademark. But in the case of the passing 

off it is sufficient that the defendant establish that adding 

minute detail is sufficient to distinguish both trademark [26].  

Infringement of the trademark is statutory remedy while the 

passing off is the common law remedy. For suing the 

defendant for infringement it is necessary that the plaintiff has 

registered trademark but for bringing an action against the 

defendant in the passing off there is no need for the registered 

trademark. For the action passing off there is need to establish 

that the plaintiff has goodwill attached to the trademark but 

for the action against infringement it is sufficient that plaintiff 

has registered trademark. For infringement criminal 

prosecution is easier while for action against passing off the 

criminal prosecution is little harder. For infringement the 

plaintiff need to prove the deceptive similarity but in the case 

of the passing off the plaintiff need not to prove deceptive 

similarity.  

In India plaintiff can sue for infringement of trade mark and 

the passing off. Although these two are different concept but 

in India plaintiff can bring action against these two. 

The next point of difference is in the matter of jurisdiction of 

the court in this matter. As far as the infringement is concern 

with the help of section 134 [27] the suite for the infringement 

can be heard by the High Court of Mumbai, Delhi, Kolkata 

and Madras within their local limit of their Jurisdiction. The 

person who brings cause of action should be resident and 

carry out the business there. 

While in the action for the passing off the suit can be hard by 

the district where the cause of action arise or where the 

defendant reside.  

The next difference arise in the remedies which are available 

to the plaintiff with the help of section 135 [28] which gives the 

plaintiff right to claim the criminal prosecution while claiming 

for the criminal prosecution in the passing off is little difficult.  

 

Infringment of trademark  

Infringement is a rupture or infringement of another's 

privilege. According to Black's Law Dictionary 

"Encroachment" signifies "a demonstration that meddles with 

one of the selective privileges of a patent, copyright and 

trademark proprietor". As indicated by the Trademark Act, 

'An enrolled exchange stamp is encroached by a man on the 

off chance that he uses such enlisted exchange check, as his 

exchange name or some portion of his exchange name, or 

name of his business concern or some portion of the name, of 

his business concern managing in products or administrations 

in regard of which the exchange check is enlisted".  

                                                           
26 Fast Food v.Thalappa Naidu Anandu Vilas Biryani Hotel. 2011, 4 LW 193. 
27 Trademarks act 1999 
28 Ibd 
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Encroachment of trademark means utilization of such a check 

by a man other than the enlisted proprietor of the stamp. 

According to Trademark Act, a check should be esteemed to 

be encroached stamp if:  

 It is discovered duplicate of entire enlisted stamp with a 

couple of increments and changes  

 The encroached stamp is utilized as a part of the course of 

exchange  

 The utilization of the encroached stamp is printed or 

common portrayal of the check in commercial. Any oral 

utilization of the trademark is not encroachment.  

 The stamp utilized by the other individual so almost takes 

after the sign of the enlisted proprietor as is probably 

going to mislead or cause disarray and in connection to 

merchandise in regard of which it is enrolled.  

 

In an activity for encroachment if the two imprints are 

indistinguishable, then the encroachment made out, generally 

the Court needs to analyze the two denote, the level of 

similarity by phonetic, visual or in the fundamental ides 

spoken to by the enlisted proprietor, regardless of whether the 

basic elements of the sign of the enrolled proprietor is to be 

discovered utilized by other individual than just the Court may 

close the matter.  

Under segment 29 of the Trade check Act, 1999, the 

utilization of an trade mark by a man who not being enrolled 

proprietor of the exchange stamp or an enlisted client thereof 

which is indistinguishable with, or misleadingly like an 

enrolled trademark adds up to the encroachment of trademark 

and the enrolled proprietor can make a move or get alleviation 

in regard of encroachment of trademark.  

In an activity for encroachment of trademark- 

a. the offended party must be the enrolled proprietor of a 

trademark  

b. the respondent must utilize a check misleadingly like the 

offended party's stamp  

c. the utilization must be in connection to the merchandise 

in regard of which the offended party's stamp is enlisted,  

d. The utilization by the respondent must not be inadvertent 

but rather over the span of exchange.  

 

No action for infringement of unregistered trade mark 

1. No person shall be entitled to institute any proceeding to 

prevent, or to recover damages for, the infringement of an 

unregistered trade mark. 

2. Nothing in this Act shall be deemed to affect rights of 

action against any person for passing off goods or 

services as the goods of another person or as services 

provided by another person, or the remedies in respect 

thereof. 

All wards including India utilize an order framework in which 

products and ventures have been gathered into classes for 

enrollment. Most nations take after a similar arrangement 

framework, to be specific the International Classification of 

Goods and Services, which comprises of 34 classes of 

products and 8 classes of administrations. (The WIPO as of 

late modified the Nice Classification, including three 

administration classes (43, 44, and 45) and rebuilding Class 

42, holding certain administrations. This arrangement has not 

yet been actualized in India).For illustration, printed matter, 

daily paper and periodicals are characterized in Class 16 while 

benefits in the field of production goes under Class 41.The 

enlistment of a trademark gives on the enrolled proprietor of 

the trademark the select appropriate to utilize the trademark in 

connection to the merchandise or administrations in regard of 

which the trademark is enrolled. While enlistment of a 

trademark is not necessary it offers better lawful assurance for 

activity for encroachment. Any individual can apply for 

enrollment of a trademark to the Trademark Registry under 

whose locale the essential place of the matter of the candidate 

in India falls. If there should be an occurrence of an 

organization going to be framed, anybody may apply in his 

name for consequent task of the enlistment in the 

organization's favor. Before making an application for 

enrollment it is judicious to make an investigation of the 

officially enrolled trademarks to guarantee that enlistment 

may not be precluded in view from securing similarity of the 

proposed stamp to a current one or denied one. An application 

for trademark might be made on Form TM-1 with endorsed 

expense of Rs. 2500/ - at one of the five office of the Trade 

Marks Registry situated at Mumbai, Delhi, Kolkata, Chennai 

and Ahmedabad relying upon where the candidate lives or has 

his guideline place of business. The application is inspected to 

find out whether it is particular and does not strife with 

existing enlisted or pending trademarks and examination 

report issued. In the event that it is found be satisfactory then 

it is publicized in the Trade Marks Journal to enable others to 

contradict the enlistment. On the off chance that there is no 

resistance or if the restriction is ruled for the candidate then 

the stamp is enrolled and a testament of enlistment is issued. 

On the off chance that the candidate's reaction does not defeat 

all protests, the Registrar will issue a last refusal. The 

candidate may then speak to the Intellectual Property 

Appellate Board, a managerial tribunal. A shared belief for 

refusal is probability of disarray between the candidate's check 

with enlisted stamp or pending earlier check. Marks, which 

are simply expressive in connection to the candidate's 

products or administrations, or an element of the merchandise 

or administrations, may likewise be rejected enrollment. 

Marks comprising of geographic terms or surnames may 

likewise be can't. Imprints might be rejected for different 

reasons also. The term of a trademark enlistment is for a time 

of ten years. The reestablishment is workable for further time 

of 10 years each. Not at all like licenses, can copyrights or 

modern plan trademark rights last inconclusively if the 

proprietor keeps on utilizing the check. Be that as it may, if an 

enrolled trademark is not restored, it is at risk to be expelled 

from the enlist.  

Any individual who claims rights in a check can utilize the 

TM (trademark) or SM (benefit stamp) assignment with the 

stamp to caution people in general of the claim. It is not 

important to have an enlistment, or even a pending 

application, to utilize these assignments. The claim could 

conceivably be legitimate. The enrollment image, (R), may 

just be utilized when the stamp is enlisted.  

India's commitments under the TRIPS Agreement for 

insurance of trademarks, entomb alia, incorporate security to 

recognizing marks, acknowledgment of administration 

imprints, inconclusive periodical restoration of enlistment, 

nullification of necessary authorizing of trademarks, and so 
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on. India, being a custom-based law nation, takes after the 

systematized law, as well as customary law standards, and in 

that capacity accommodates encroachment and also going off 

activities against infringement of trademarks. Area 135 of the 

Trade Marks Act perceives both encroachment and in addition 

going off activities. 

 

Trademark infringement and remedies  

Trademark encroachment is an infringement of the restrictive 

rights connecting to an enlisted trademark without the 

approval of the trademark proprietor or any licensees (gave 

that such approval was inside the extent of the permit). 

Encroachment may happen when the infringer (i.e. the 

individual doing the encroaching demonstration), utilizes a 

trademark which is indistinguishable or confusingly like an 

enlisted trademark possessed by someone else, in connection 

to items or administrations which are indistinguishable or like 

the items or administrations which the enrollment covers. The 

proprietor of such enrolled trademark may start lawful 

procedures against the infringer.  

A trademark which is not enlisted can't be encroached thusly, 

and the trademark proprietor can't bring encroachment 

procedures. Rather, the proprietor can initiate procedures 

under the customary law for going off or distortion, or under 

enactment which precludes uncalled for business rehearses. In 

a few purviews, encroachment of exchange dress may 

likewise be noteworthy. To set up encroachment as to an 

enlisted trademark, it is vital just to set up that the encroaching 

imprint is indistinguishable or misleadingly like the enrolled 

check and no additional verification is required.  

Trademark encroachment is an encroachment of restrictive 

rights appending to a trademark without the approval of the 

trademark proprietor or any licensee. Trademark 

encroachment commonly happens when a man uses a 

trademark which might be either an image or a plan, with 

takes after to the items claimed by the other party. The 

trademark proprietor may start an authoritatively allowed 

continuing against a gathering, which encroaches its 

enlistment. There are two sorts of cures are accessible to the 

proprietor of a trademark for unapproved utilization of its 

impersonation by an outsider. These cures are an activity for 

going off on account of an unregistered trademark and an 

activity for encroachment if there should arise an occurrence 

of an enrolled trademark. An encroachment activity and an 

activity for going off are very not quite the same as each other, 

an encroachment activity is a statutory cure and an activity for 

going off is a custom-based law cure  

If there should be an occurrence of encroachment/going off 

trademark, a criminal grievance can likewise be recorded. It 

might be noticed that under the Provisions of the Trade Marks 

Act, 1999, the offenses under the Act are Cognizable, which 

means there by that police can enroll a FIR (First Information 

Report) and arraign the guilty parties straightforwardly.  

Common cures in Trademark:  

 Injunction/remain against the utilization of the trademark  

 Damages can be asserted  

 Accounts and giving over of benefits  

 Appointment of nearby magistrate by the court for 

authority/fixing of encroaching material/accounts  

 Application under request 39 govern 1 and 2 of the CPC 

for give of impermanent/substitute ex-parte directive  

The Courts can allow order and direct the custom specialists 

to withhold the encroaching material/its shipment or keep its 

transfer in some other way, to secure the enthusiasm of the 

proprietors of licensed innovation rights. This legitimate 

suggestion can be implemented with/without including the 

concerned experts as a gathering in the suit.  

The help which a court may as a rule give in a suit for 

encroachment or going off incorporates changeless and 

between time order, harms or record of benefits, conveyance 

of the encroaching products for devastation and cost of the 

legitimate procedures. The request of break directive might be 

passed ex parte or after notice. The Interim help's in the suit 

may likewise incorporate request for:  

a. Appointment of a nearby chief, which is much the same 

as an "Anton Pillar Order", for hunt, seizure and 

safeguarding of encroaching merchandise, account books 

and planning of stock, and so on.  

b. Restraining the infringer from discarding or managing the 

benefits in a way which may unfavorably influence 

offended party's capacity to recoup harms, costs or other 

financial cures which might be at last granted to the 

offended party. 

 

Conclusion 

In the country like India where the considerable population 

live in the rural area, it is very easy to pass off the goods. 

Passing off is very important economic tort, which is very 

essential for protecting the interest of the trade and business 

this paper was an attempt the to understand the tort off passing 

off. Shockingly, a legitimate arrangement has dodged the vast 

majority of these. Be that as it may, with the Trademarks Act, 

1999 giving insurance against passing off, circumstance has 

enhanced, as can be seen from a colossal binge spend in the 

quantity of Indian cases concerning passing off in the current 

past. Going off has made some amazing progress through the 

customary law framework and now has some all around 

characterized standards and ambit. Maybe the time is ready to 

acquire enactment and sanction a statute concerning passing 

off. 
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